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DETAILED ACTION 

1 . The Examiner has carefully considered Applicant's remarl^s filed February 1 , 2007. In view 
of the present response, the previously set forth rejections have been withdrawn. However, after 
an updated search, additional prior art has been found which renders the invention as currently 
claimed unpatentable for reasons herein below. 

Claim RBjBctions- 35 use §103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 102 of 
this title, if the differences between the subject matter sought to be patented and the prior art are such that the subject matter 
as a whole would have been obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1, 2, 5, 13-15, and 17-24 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Rajalingam et al. (US 6,271,305) In view of Iwata et al. (US 5,912,193). 
Rajalingam et al. disclose bituminous polyurethane elastomeric network compositions as coatings 
for roofing and other applications. The polyurethane prepolymers are generated within a matrix of 
bituminous material such as asphalt (col 1, In 19-21). The thermoplastic polyurethane is obtained 
from an isocyanate with a functionality of two or greater (col 6, In 21-25) and polyether polyols and 
polyester polyols (col 5, In 66-67). It should be noted that Applicant, on page 6, lines 30-31 of the 
present specification, describes polyester and polyether polyols as preferred polyols. The polyols 
can also have a functionality of at least 2 (col 6, In 13). The bitumen is present in the amount of 
40-60% (col 7, In 65-67). The bitumen and polyols/isocyanate ratio is preferably 50:50 (col 9, In 
27-28). It should also be noted that the aromatic oil, filler, and catalyst ingredients are optional in 
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the claims, as currently written, since the amounts of these materials range from 0%. It should be 
noted that the "prefabricated sealing membrane" limitation in the preamble is being considered a 
method limitation. Furthermore, it has been held that the method of forming a device is not 
germane to the issue of patentability of the device itself. Therefore, the "prefabricated" limitation 
has not been given patentable weight. Rajalingam et al. disclose the claimed invention except for 
the teaching that the thermoplastic polyurethane is obtained from a diisocyanate of a functionality 
substantially equal to 2. a polyol of functionality substantially equal to 2, a chain elongation agent, 
that the polyurethane molecules are free of double carbon-carbon bonds, and that the polyols are 
free of ethylene linkages. 

Iwata et al. (US 5,912,193) disclose thermoplastic polyurethanes obtainable by reacting a 
polyester-polyol that has hydroxyl groups of from 2.01 to 2.08 per one molecule (i.e. a functionality 
substantially equal to 2), an organic diisocyanate, and a chain extender. The thermoplastic 
polyurethanes are used to create laminates that have excellent heat resistance, friction melt 
resistance, and cold resistances (abstract). The laminates include the thermoplastic polyurethane 
on fibrous base layers (col 13, In 62-63). It should be noted that Applicant, on page 6, lines 30-31 
of the present specification, describes polyester polyols as a preferred polyol. Therefore, the 
polyester polyol of Iwata et al. would be free of ethylene linkages, as required by the present 
invention. The diisocyanate can be diphenyl methane diisocyanate, MDI (col 7, In 53-61; col 19, In 
64). It should be noted that on page 6, lines 27-30 of the present specification, Applicant discloses 
their pretended diisocyanates to be MDI. Therefore, the MDI of Iwata would have a functionality 
substantially equal to 2, as required by the present claims. The chain extenders used to make 
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Iwata's thermoplastic polyurethane include 1, 4-butanediol and hexanediol (col 8, In 7-16). It 
should be noted that on page 7, lines 5-9 of the present specification, Applicant discloses their 
preferred chain lengtheners to be 1, 4-butanediol and hexanediol. Furthermore, because the same 
components described by Applicant are being used to make Iwata's thermoplastic polyurethane, 
the polyurethanes are free of double carbon-carbon bonds, as required by the present claims. It 
would have been obvious to one having ordinary skill in the art to have used the components that 
make up Iwata's thermoplastic polyurethane in the composition of Rajalingam et al., motivated by 
the desire to create a composition that has excellent heat resistance, friction melt resistance, cold 
resistance, hydrolysis resistances, and excellent melt-moldability. Finally, because Iwata and 
Rajalingam et al. include the same materials in the composition as Applicant's present invention, 
the modified bituminous binder would also be capable of being softened by reheating and would 
recover its properties after subsequent cooling and would be highly stable to UV exposure. 

Rajalingam et al. and Iwata et al. disclose the claimed invention except for the teaching that 
the thermoplastic polyurethane has between 10-40% hard segments. 

It should be noted that the amount of hard segments in polyurethane is a result effective 
variable. The amount of hard segments directly affects the moldability and durability and the 
strength of the polyurethane. Therefore, it would have been obvious to one having ordinary skill in 
the art to have used a thermoplastic polyurethane having between 10-40% hard segments, since it 
has been held that discovering an optimum value of a result effective variable involves only routine 
skill in the art. In re Boesch, 617 F. 2d 272, 205 USPQ 215 (CCPA 1980). In the present 
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invention, one would have optimized that amount of hard segments motivated by the desire to 
create a thermoplastic polyurethane with the desired strength, durability, and moldability. 

4. Claims 3 and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over Rajallngam 
et al. (US 6,271,305) and Iwata et al. (US 5,912,193), as shown above, in view of Terry et al. (US 
5,981,010). Rajallngam et al. and Iwata et al. disclose the claimed Invention except for the 
teaching that the composition further comprises additives that improve adhesion and that the filler 
comprises talc. 

Terry et al. disclose polyurethane-modified bitumen coating compositions. The composition 
further comprises a filler material (abstract). The composition also comprises aromatic oil (col 2, In 
40-41). The filler material can be talc in an amount from 0-40% (col 3, In 19-25). Tackifiers are 
also used in the composition (col 5, In 18), which the Examiner is equating to Applicant's additives 
that improve adhesion of claim 3. It would have been obvious to one having ordinary skill in the art 
to have used the tackifier and talc material of Terry et al. in the composition of Rajallngam et al. 
and Iwata et al., motivated by the desire to create a composition that has increased tackiness and 
is a protective coating. 

Response to Arguments 

5. Applicant's arguments with respect to claims 1-3, 5, 6, 1 3-1 5, and 17-24 have been 
considered but are moot in view of the new ground(s) of rejection. 



Application/Control Number: 10/659,273 Page 6 

Art Unit: 1771 

Conclusion 

Any inquiry concerning ttiis communication or earlier communications from the examiner 
should be directed to Ula C. Ruddock whose telephone number is 571-272-1481. The examiner 
can normally be reached on Monday-Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ten-el H. Morris can be reached on 571-272-1478. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Infonnation Retrieval (PAIR) system. Status Information for published applications may 
be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR system, 
see http://pair-dlrect.uspto.gov. Should you have questions on access to the Private PAIR system, 
contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would like 
assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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